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DETAILED ACTION 



Response to Amendments and Arguments 

Applicant's amendment and arguments, filed 27 November 2006, have been 
5 reviewed and considered but are moot in view of new ground(s) of rejection. Claims 8, 
10, 12-16 and 18-20 have been amended and claims 1-7, 9, 1 1 and 17 have been 
canceled. Therefore, claims 8, 10, 12-16 and 18-20 are currently pending. This Office 
Action is considered a second non-final rejection. 

1 0 Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

15 Claims 10, 12-16 and 1 8-20 are rejected under 35 U.S.C. 112, second 

paragraph, as being indefinite for failing to particularly point out and distinctly claim the 

subject matter which applicant regards as the invention. 

Regarding claims 10, 15, 16 and 18, the phrase "such as" renders the claims 

indefinite because it is unclear whether the limitations following the phrase are part of 
20 the claimed invention. See MPEP § 21 73.05(d). For the purpose of this Office Action, 

the phrases following "such as" will be considered to contain no further limiting 

structure. 

Claims 12-16 and 18-20 are dependent from claim 10 and are therefore also 
rejected under 35 U.S.C. 112, second paragraph. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

5 A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10 Claim 8 is rejected under 35 U.S.C. 102(b) as being anticipated by BISHOP (U.S. 

Patent 5,571,587). 

BISHOP discloses a sheet-like mounting means (18) with repositionable 
adhesive (20) applied to one side of the mounting means, wherein another sheet-like 
material (16) is mounted to the mounting means (Fig. 3). BISHOP discloses the sheet- 

15 like material being subjected to a printing process (Figures 1 and 2). 

Claims 10, 18 and 20 are rejected under 35 U.S.C. 102(b) as being anticipated 
by KANG (U.S. Patent 3,850,059). 

Regarding claim 10, KANG discloses a process for decorating sheet-like 
20 materials comprising usage of a sheet-like mounting means (26) with repositionable 
adhesive (30) applied to one side of the mounting means (Fig. 2). KANG discloses a 
sheet-like material (28) be mounted to the mounting means and then subjecting the 
mounting means to a process for cutting perforations, scores, or slits into the mounting 
means to a precise depth (Figures 1 and 2). 
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Regarding claim 18, KANG discloses employing wider and more open 
perforations (Fig. 3). . 

Regarding claim 20, KANG discloses utilizing lines perforations, scores, or cuts 
as guides for presentation or positioning with respect to finishing operations on the 
5 assembled item (Fig. 1). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

10 (a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

15 

Claims 13 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over KANG (U.S. Patent 3,850,059). 

KANG teaches a process for the decoration of sheet-like materials as discussed 
above. However, KANG fails to disclose tearing along the perforations at the seams or 

20 boundaries created during a decoration process. It is well known in the art for a label 
making process to include a decoration process involving printing on one side of the 
mounting means in order to provide indicia describing a product for which the label is 
applied to. It is further well known in the art that to apply a label to a product, one must 
tear along the perforations located near the boundaries of the printed indicia in order to 

25 release the label from a releasable sheet-like material. Therefore it would have been 
obvious to one with ordinary skill in the art at the time the invention was made to have 
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provided a decoration process and a method of tearing along the perforations after the 
decoration process, in order to provide a label that is easy to apply to a product and 
accurately describes the product. 

5 Claims 16 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over KANG (U.S. Patent 3,850,059) in view of INSTANCE (U.S. Publication 
2001/0022213). 

Regarding claim 16, KANG discloses a process for decoration of sheet-like 
materials as discussed above. However, KANG fails to disclose the process utilizing 
10 computer-aided means to facilitate the perforation or scoring operations. 

INSTANCE teaches a system including perforation operations that utilizes 
computer-aided means to control the system in order to create a process that can 
operate faster, with less error, and accomplish greater detail than a manually operated 
system (Figures 1, 3, 6 and 7). A computer-controlled system is considered to facilitate 
15 perforation operations. Accordingly, it would have been obvious to one with ordinary 
skill in the art at the time the invention was made to have provided the process of KANG 
with computer-aided means to facilitate printing operation in order to create an 
automated process that will save time, money, and accomplish greater production. 
Regarding claim 19, KANG discloses a process for decoration of sheet-like 
20 materials as discussed above. However, KANG fails to disclose the sheet-like material 
being subjected to a printing process. 
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INSTANCE teaches a process for decoration of sheet-like materials where a 
sheet-like mounting means (20, 16) has repositionable adhesive applied to the 
mounting means and a sheet-like material (14) is mounted to the mounting means (Fig. 
1 ). INSTANCE further teaches the sheet-like material be subjected to a printing 
5 process in order to show indicia representation corresponding to the mounting means 
(i.e. labels) (Paragraph 0028). INSTANCE further teaches the labels having printed 
indicia (Fig. 2). Therefore it would have been obvious to one with ordinary skill in the art 
at the time the invention was made to have provided the process of KANG with the 
ability of subjecting the sheet-like material to a printing process in order to show indicia 
1 0 representation corresponding to the mounting means. 

Allowable Subject Matter 

Claims 12 and 14 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of 
15 the limitations of the base claim and any intervening claims. 

Conclusion 

The prior art made of record, as cited on attached PTO-892, and not relied upon 
is considered pertinent to applicant's disclosure. 
20 Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Nathan E. Durham whose telephone number is (571) 
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272-8642. The examiner can normally be reached on Monday - Friday, 7:30 am - 4:00 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary L. Welch can be reached on (571 ) 272-4996. The fax phone number 
5 for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
1 0 For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



NED 




GARY L. WELCH 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3700 



